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Claims 1-53 are pending in the ; ap|sli cation. All claims stand rejected. By this 



I 

paper, claims 1, 7, 6, 8, 23 J 25, and 2ft 
have been canceled. Recpnsiderattep 
requested. 

Claims 1-53 were rejected unde' 
Terakado et al. ("Terakadf") in view 
respectfully traversed. 

As amended, claim |1 recites 
recorder, comprising: 



5, 

"itieen amended. Claims: 2-5, 9, and 12 
[ pending claims herein is respectfully 



r ^|:]lj|s.C. 103(a) as being unpatentable over 
=|]fott et al. ("Elliott")- This rejection is 



a lembte control device for a digital video 



a wireless transcrjitfa 
the selected t Revision pVo| 
to initiate playback of the si 



The combination of 
claimed invention. First, Tjferakado dj&e: 
"play list ... comprising television progH 
display of the remote control. At jbej! 



a wireless receive' 
digital videot recorder } 
programs previously record 

i' 

an integrated dis^la 
list to a user; 

a plura ity of useji: 

video recordejr. a * ' eas tf 4 
selection of 
displayed on 



information, also referred tcjjas an eleotrc |i 
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screen for displaying the play 



1 13 ■* 



e j,user control: 'for receiving a 
a televisispnlN program from .the play list 
the integrhtiMdfaplav screen : and 



erakado and! Elliott could not be more different from the 



jatnbls for controlling the digital 



•1; 



r^Sfceiving a play list from the 
ptjay list comprising television 
: by,the digitaf video recorder; 



1: 



:o| transmitting, an indication of 
rhi to the digital video recorder 
looted television program. 

"'I 



hot display anything remotely similar to a 



Tps|previously recorded* on the integrated 



•Ji'. 



Terakado displays broadcast schedule 
; program guide or "EPG. W 



fx 
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According to Terakado, a [r]adi.O U 

•? ill 

broadcasting station are received b m$f v 

"? t 

television receiver extracts an EPG frdjm ' 
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a remote controller.... The remote co|trPlbr|Nisplays the received EPG on an LCD 

ill gemote coritroller transmits a control 



.... If some program is s sleeted 
command for a recording reservation 
added). 

Thus, Terakado's EF?G is mer|ly 
station and the television reviver have n| 
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lis transmitted from the. antenna of a 

4 I . ^ 

antenna of :a television receiver. The 
received radio waves and transmits it to 



recorded by the video tape recorder 
anything to do with "previously record J 



Second, Terakado's 
program information from a 
Terakado is unidirectional 



recording device to the remote controt: 
While Terakado does refer to 



;|dfeo tape recorder" Abstract (emphasis 



broadcast ^bhedule. The broadcasting 



: yajy of knowing what programs have been 
Hence, Terakado's EPG cannot have 



remote qjpri rn-i; floes not wirelessly receive television 



recording :ide | 



cefc The only 



the 



remdjje i i i ids channel, 'Jate, and time information to 



the VTR to schedule a recording, 1 



including claim 1, as amenc ed, recite : jhd ^nfcept of transmitting information from the 



of the VTR, this is just another riarrf 

Japanese) for an infrared "transcend 
transmission and reception components, 
combined in a single device for maniffa 
imply that part 14 of Terakado is beiig 
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'elision programs, as claimed. 



communication discussed in 



ontrast, all 




of the independent claims, 



ntegrated LCD. 



orf d siplay on the 

&rf;4frared transijiission/reception section 14" 
aid probaby a literal translation from 
hile it is possible to have separate 
telrnore common to have the components 
convenience. However, this does not 
to transmit information to the remote 
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control. Even if it was useq for transrn|s^p 
the transceiver is used to 
recorded programs. By cdntrast, 
transmit EPG information to the remote! ciijn 

In fact, Terakado tealhes the e)ka 
the VTR to the remote cdhtrol. W$5 
displayed by the remote cortrol, the retin 



the schedule information for 



of a selection to the VTR. 
Furthermore, unlike 



television receiver. Conventionally, 
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a program 



his would 
the clai 



do with recording programs 
data from the radio waves and transnjSt 
the claimed invention transfnits sched 
the remote control. 

The addition of Elliott does n<3 
play list from a recording [device to 
discloses a standard digi 
information from the DVI 



Terakadf rSlqiiiifes intelligence in the TV to extract EPG 



i ' 



time, channel) to the VTR b schedule a raeording. If Terakado's VTR already had 
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something like the claims* play lists 



there is no 
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teaching or suggestion that 
guide information, much less a list of 
eft Terakado's television set is used to 

Terakado, col. 5, lines 50-53. 
pfosite of transmitting program data from 
Miser makes a selection of a program 
Ibontrol sends schedule information (date, 



control, as claimed), there would be na fleeo?to transmit the date, time, and channel 



si. 

[djer to be abfe to 



transmit it to the remote 



J 



rijjpletely redundant, 
fention, Terakado requires a special 

i- 

Ssimply monitors. They have nothing to 



ejjEPG to the 



remote control. By contrast, 



I video rjecqncen; (DVR), 
to a remote bontrol. Wl 



lib ji: 

tnayjikre universally displayed on the main 
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Jlliott does not transmit any 
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television screen, contrary 
interfere with television viewing. 

A reference disclosing merely 
does not suggest or render 



remote control, no matter how unusual ]sji 

; !i r 



respectfully submit that no rAmote control prdate has displayed a play list of recorded 



would expels: 



e art, with 
would be! ifj 



programs from a DVR on a secondary 
one using a remote contro 
person of ordinary skill in t\ 
play list on a remote contrc 
roadmap. 

To further illustrate 
Elliott is instructive. 

Terakado 

No play lists 

Remote receives EPG from 
Remote must send time/chs 



^ -lift i 

pTV, notV¥R[. 

nneldatajfoE 
VTR to schedule recording : | i 

I I 

skill in tb 1 e| At 



A person of ordinary 
Terakado without hindsight reconstrulc 
To display a play list on a remote coritj 

'I I ™ 

from the recording device ;o the reraptjp 
teach this, the Applicants rfespectfulltf[isii 
relying on the Applicants' cwn teaching 



■el ri ves 




obvious the 
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: sccBeh|integrated!with the remote control. No 



his point, n la |sl| 
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[of the claimed invention, since they 

j 

i 
i 

nee of afn EPG on a remote control 

j 

iy : of other types of information on the 
i! a display would be. The Applicants 



I 



Ksee such 



a display. The only way a 



Ipto Terakado, would think to display a 
talso had 'the present application as a 

f, I ■ 

r, slpeirby-side comparison of Terakado and 
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Elliott 

j;; Play list on main TV screen only 

: I 

; No transmission from DVR to remote 

I 



yid not bi able to combine Elliott with 

I 

v i 

sed on the Applicants' own teachings, 
require iommunication of the play list 

trol. SiJce neither of the references 

= ; i 

that the Office Action is impermissibly 
Sl'eiln re Dembiczak. 175 F.3d 994, 999 



j 

14 * DNIS:27333C0 ' CSID:801 578 6999 ' DURATION (mifr$$):0M0 



08/09/2006 16:23 FAX801578 6998. 



(Fed. Cir. 1999) (holding tie Board I |rr| jaffi issibly used hindsight in determining 



obviousness). 

A rejection based 



jn prior ;&rtj lU^i/ihsther grounded in anticipation or 



obviousness - must account for eacrjj 



Inc. v. Rockwell Int'l Corp., 



150 F.3djl3 

I ■ 

Cir. 1998) (anticipation); in r 3 Wilson ,'^24 



(CCPA 1970) (obviousness); MPEP § MM43.03 ( 



obviousness of a claimed 
suggested by the prior art.") 
clearly deficient in that (1) tiere is hofyeaclm 



a list of teL . 

i i 

items 1'0 a'pd 



0 is not a 
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on an integrated display 
suggestion of a remote control winelejs.sjjj| §^ 
recording device. Applicants respecijfjul 
withdrawn. 

Independent claim 14 recitejs .-j^, | g 
transmitter for transmitting 
The Office Action points to 
limitation. However, item 1 
but, rather, of the television 
transceiver, which includes comtjinej 
manufacturing convenience 
transmitting EPG data, muc h less a p'fevj 
way that would enable a person !of fbr| 
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)f a remote 
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'ppry claim [limitation. Celeritas Techs, 
fa, 47 J.S.P.Q.2d 1516, 1522 (Fed. 
11382, 1385, 165 U.S.P.Q.2d 494, 496 



To establish prima facie 
dairn limitations must be taught or 
| ;ln this case, the cited references are 
or suggestion of displaying a play list 
, and {2) there is no teaching or 
living a pllay list from a DVR or other 
|dst that 1 he obviousness rejection be 



if 



&jideo recorder comprising: a wireless 

f; i- 

jprograms'to a remote control device." 
P : 'P Figs. 1, j5, and 6 of Terakado for this 

ill- ! 

i^jfent of the recording device (VTR 13), 
receiver gj. $ ! : ;i| ijjied above, item 14 is merely a infrared 
S |i^ption/tr4nsmission capabilities for 



slno teaching or suggestion of actually 
: rbm the VjTR to the remote control in a 



re.[i:f skill in the art to make and use the 
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invention. Simply mentioning a transreivir Bjd not enable a claim to transmission 



of a particular type data. 
Keratado's VTR, which is described jonl 
commands from the remote [control, does' 
Independent claims £3, 40, 52; d 
transmits a list of programs 
33 recites a method " in a repnote control 
of television programs from 

teaching or suggestion of transmitjti 

V L 

representing live broadcasts or previb 
VTR) to the remote control. 

In view of the foregbing, thejajP 
claims, as amended, are patentablyjdi|| 
combination. Early allowan ;e of all pencj 



Ssing reference to a transceiver in 
Elbe context of receiving programming 
ilehder obvious the claimed invention. 

Sa recite that the digital video recorder 

ft ■ 

For example, independent claim 
including the step of "receiving a list 
rder ." As argued above, there is no 
jjjj^st of television programs (either 
r^cprded programs) from the DVR (or 

in : 
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respectfully submit that all pending 
^er the cited references, alone or in 

i" 

J. ; 

ims herein is respectfully requested. 
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